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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1. A request for continued examination under 37 CFR 1.114 was filed in this application 
after a decision by the Board of Patent Appeals and Interferences, but before the filing of a 
Notice of Appeal to the Court of Appeals for the Federal Circuit or the commencement of a civil 
action. Since this application is eligible for continued examination under 37 CFR 1.114 and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the appeal has been withdrawn pursuant to 
37 CFR 1.114 and prosecution in this application has been reopened pursuant to 37 CFR 1.114. 
Applicant's submission filed on 10/2/06 has been entered. 

2. It is noted that in the amendment filed 10/2/06, applicants state that claim 4 has been 
rewritten in independent form including all the limitations of the base claim and all the 
intervening claims. However, it is noted that previously claim 4 required non-diene based 
sulfonyl-group containing (co)polymer while claim 4 has been rewritten in the amendment filed 
10/2/06 to delete the phrase non-diene based . 

Claim Rejections - 35 USC S 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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4. Claims 4-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 4 recites "acryl-based, sulfonyl group -containing (co)polymer". The scope of the 
claim is confusing given that it is not clear what is meant by "acryl-based" or from what types of 
monomers the acryl-based, sulfonyl group-containing (co)polymer is obtained. Clarification is 
requested. 

Claim Rejections - 35 USC S 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

6. Claim 4 is rejected under 35 U.S.C. 102(a) as being anticipated by WO 01/48100. 

WO 01/48100 1 discloses ink jet ink comprising water, pigment, dispersant that includes 
acrylic polymer, acetylene glycol, i.e. corresponding to compound of presently claimed formula 
(1), triethylene glycol monobutyl ether, and fine polymer particles in the form of resin emulsion 
preferably obtained from monomers having sulfone group as well as unsaturated monomer such 
as alkyl (meth)acrylate, i.e. acryl-based sulfonyl group-containing polymer (col.l, lines 6-8, 



It is noted that when utilizing WO 01/48100, the disclosures of the reference are based on Sano et al. (U.S. 
6,924,327) which is an English language equivalent of the reference. Therefore, the column and line numbers cited 
with respect to WO 01/48100 are found in Sano et al. 
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col.7, lines 1-2 and 27, coL9, lines 26-30, col.10, lines 8-9 and 56-58, col.ll* lines 37-50, col.12, 
lines 1-5 and 44-45, and col.13, lines 11-45). 

In light of the above, it is clear that WO 01/48100 anticipates the present claims. 

Claim Rejections - 35 USC S 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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9. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over WO 01/48100 in 
view ofEP 892024. 

The disclosure with respect to WO 01/48100 in paragraph 6 above is incorporated here 
by reference. 

The difference between WO 01/48100 and the present claimed invention is the 
requirement in the claim of the acid number of the dispersant. 

WO 01/48100 is silent with respect to the acid number of the dispersant. 

EP 892024, which is drawn to ink jet ink, disclose the use of dispersant possessing acid 
number of not less than 100 in order that the ink produces better images and has higher color 
density and color bleeding is prevented (page 3, lines 43-46). 

In light of the motivation for using dispersant with specific acid number disclosed by EP 
892024 as described above, it therefore would have been obvious to one of ordinary skill in the 
art to use dispersant with such acid number in the ink of WO 01/48100 in order that the ink 
produces better images and has higher color density and color bleeding is prevented, and thereby 
arrive at the claimed invention. 

10. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 1 1217525 in 
view of Sano et al. (U.S. 5,769,930). 

JP 1 1217525 discloses ink jet ink comprising water, glycol ether, pigment, dispersant 
such as acrylic polymer, and polymer emulsion prepared by sulfonating polymer with 
sulfonating agent such as sulfuric acid or sulfuric anhydride. The polymer is obtained from 0.5% 
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or more diene monomer and remainder other monomer such as alkyl (meth)acrylate and thus, it 
is clear that the polymer is acryl-based (abstract and paragraphs 5-7, 9-10, 12, 29-30, 39, and 42). 

The difference between JP 11217525 and the present claimed invention is the 
requirement in the claims of penetrating agent. 

Sano et al., which is drawn to ink jet ink, disclose the use of penetrating agent that is 
combination of acetylene glycol and triethylene glycol monobutyl ether in order to produce ink 
with necessary penetrating capacity, i.e. such that the ink has enhanced color properties and no 
color bleeding (col.8,line 62-col.9, line 4). 

In light of the motivation for using combination of acetylene glycol and triethylene glycol 
monobutyl ether disclosed by Sano et al. as described above, it therefore would have been 
obvious to one of ordinary skill in the art to use combination of acetylene glycol and triethylene 
glycol monobutyl ether in the ink jet ink of JP 1 1217525 in order to produce ink with necessary 
penetrating capacity and thereby arrive at the claimed invention. 

11. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP 1 1217525 in 
view of Sano et al. as applied to claim 4 above, and further in view of EP 892024. 

The difference between JP 1 1217525 in view of Sano et al. and the present claimed 
invention is the requirement in the claim of the acid number of the dispersant. 

JP 1 1217525 is silent with respect to the acid number of the dispersant. 

EP 892024, which is drawn to ink jet ink, disclose the use of dispersant possessing acid 
number of not less than 100 in order that the ink produces better images and has higher color 
density and color bleeding is prevented (page 3, lines 43-46). 
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In light of the motivation for using dispersant with specific acid number disclosed by EP 
892024 as described above, it therefore would have been obvious to one of ordinary skill in the 
art to use dispersant with such acid number in the ink of JP 1 1217525 in order that the ink 
produces better images and has higher color density and color bleeding is prevented, and thereby 
arrive at the claimed invention. 

12. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen et al. 
(U.S. 5,990,202) in view of Sano et al. (U.S. 5,769,930). 

Nguyen et al. disclose ink jet ink comprising water, pigment, first polymer, i.e. durable 
core-shell polymer, that functions as a dispersant and is obtained from monomers including alkyl 
(meth)acrylate, and second polymer, i.e. primer core-shell polymer, obtained from sulfonyl 
group-containing monomer that is formed by emulsion polymerization. The second polymer 
includes acryl-based sulfonyl group-containing polymer such as hexyl acrylate/methyl 
methacrylate/sodium styrene sulfonate copolymer (col.l, lines 10-15, col.2, lines 55-63, col.3, 
lines 4-6 and 10-12, col.6, lines 12-52, col.7, lines 24-25, col.8, lines 19-24, col.8, lines 60-col.9, 
line 40, co.10, line 48-col.ll, line 2, col. 17, lines 28-37, col.20, line 65-col.21, line 6, col.2 1, 
lines 56-59, col.22, lines 2-6 and 39-52, col.23, lines 52-60, and col.24, line 7). 

The difference between Nguyen et al. and the present claimed invention is the 
requirement in the claims of specific penetrating agent. 

Nguyen et al. disclose the use of acetylene glycol, i.e. compound corresponding o 
presently claimed formula (1), and glycol ether solvent, however, there is no explicit disclosure 
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of the use of combination of acetylene glycol and triethylene glycol monobutyl ether as presently 
claimed. 

Sano et al., which is drawn to ink jet ink, disclose the use of penetrating agent that is 
combination of acetylene glycol and triethylene glycol monobutyl ether in order to produce ink 
with necessary penetrating capacity, i.e. such that the ink has enhanced color properties and no 
color bleeding (col.8,line 62-col.9, line 4). 

In light of the motivation for using combination of acetylene glycol and triethylene glycol 
monobutyl ether disclosed by Sano et al. as described above, it therefore would have been 
obvious to one of ordinary skill in the art to use combination of acetylene glycol and triethylene 
glycol monobutyl ether in the ink jet ink of Nguyen et al. in order to produce ink with necessary 
penetrating capacity and thereby arrive at the claimed invention. 

13. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nguyen et al. in 
view of Sano et al. as applied to claim 4 above, and further in view of EP 892024. 

The difference between Nguyen et al. in view of Sano et al. and the present claimed 
invention is the requirement in the claim of the acid number of the dispersant. 

Nguyen et al. is silent with respect to the acid number of the dispersant. 

EP 892024, which is drawn to ink jet ink, disclose the use of dispersant possessing acid 
number of not less than 100 in order that the ink produces better images and has higher color 
density and color bleeding is prevented (page 3, lines 43-46). 

In light of the motivation for using dispersant with specific acid number disclosed by EP 
892024 as described above, it therefore would have been obvious to one of ordinary skill in the 
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art to use dispersant with such acid number in the ink of Nguyen et al. in order that the ink 
produces better images and has higher color density and color bleeding is prevented, and thereby 
arrive at the claimed invention. 

14. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ota et al. (U.S. 
6,916,862). 

Ota et al. disclose ink jet ink comprising water, wetting agent that is acetylene glycol, i.e. 
compound corresponding to presently claimed formula (1), and pigment dispersion comprising 
pigment, dispersant, acetylene glycol, triethylene glycol monobutyl ether, and resin providing 
dispersability and/or fixability that is vinyl copolymer obtained from alkyl (meth)acrylate and 
sulfonic acid monomer, i.e. acryl -based sulfonyl group-containing polymer, that is prepared from 
emulsion polymerization(col.l, lines 11-13, col.4, lines 3-26, col.7, lines 27-29, col.10, lines 46- 
67, colli, lines 49-50, col.12, lines 7-12, col.13, lines 15-19, col.14, lines 54-65, col.15, lines 
58-61, col.16, lines 39-44 and 53-59, col.17, lines 20-21, col.19, lines 31-32, col.23, lines 42-47, 
col.23, line 65-col.24, line 4, and col.24, lines 16-37). 

While Ota et al. fails to exemplify the presently claimed ink nor can the claimed ink be 
"clearly envisaged" from Ota et al. as required to meet the standard of anticipation (cf. MPEP 
2131.03), nevertheless, in light of the overlap between the claimed ink and the ink disclosed by 
Ota et al., it is urged that it would have been within the bounds of routine experimentation, as 
well as the skill level of one of ordinary skill in the art, to use ink which is both disclosed by Ota 
et al. and encompassed within the scope of the present claims an thereby arrive at the claimed 
invention. 
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15. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ota et al. as 
applied to claim 4 above, and further in view of EP 892024. 

The difference between Ota et al. and the present claimed invention is the requirement in 
the claim of the acid number of the dispersant. 

Ota et al. is silent with respect to the acid number of the dispersant. 

EP 892024, which is drawn to ink jet ink, disclose the use of dispersant such as acrylic 
polymer that possesses acid number of not less than 100 in order that the ink produces better 
images and has higher color density and color bleeding is prevented (page 3, lines 43-46 and 51- 
52 and 54). 

In light of the motivation for using dispersant with specific acid number disclosed by EP 
892024 as described above, it therefore would have been obvious to one of ordinary skill in the 
art to use dispersant with such acid number in the ink of Ota et al. in order that the ink produces 
better images and has higher color density and color bleeding is prevented, and thereby arrive at 
the claimed invention. 

16. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kurabayashi 
et al. (U.S. 6,790,878) in view of Sano et al. (U.S. 5,769,930). 

Kurabayashi et al. disclose ink jet ink comprising water, pigment, dispersant that is, for 
instance, acrylic copolymer possessing acid number of 350, and resin encapsulating a coloring 
material wherein the resin is obtained from hydrophilic monomer such as sulfuric acid type 
monomer and hydrophobic monomer such as alkyl (meth)acrylate, i.e. acryl-based sulfonyl- 
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group containing polymer, wherein the resin is obtained by emulsion polymerization (coo.l, 
lines 10-13, col.6, lines 6-14, 18-23, and 39-44, col.8, lines 1-5, 21, 24-26, and 43-44, and col.19, 
lines 35-40). 

The difference between Kurabayashi et al. and the present claimed invention is the 
requirement in the claims of penetrating agent. 

Sano et al., which is drawn to ink jet ink, disclose the use of penetrating agent that is 
combination of acetylene glycol and Methylene glycol monobutyl ether in order to produce ink 
with necessary penetrating capacity, i.e. such that the ink has enhanced color properties and no 
color bleeding (col.8,line 62-col.9, line 4). 

In light of the motivation for using combination of acetylene glycol and triethylene glycol 
monobutyl ether disclosed by Sano et al. as described above, it therefore would have been 
obvious to one of ordinary skill in the art to use combination of acetylene glycol and triethylene 
glycol monobutyl ether in the ink jet ink of Kurabayashi et al. in order to produce ink with 
necessary penetrating capacity and thereby arrive at the claimed invention. 

17. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

Edwards et al. (U.S. 7,101,921) disclose composition including ink comprising aqueous 
medium, pigment, dispersant, and core-shell polymer obtained from polymers obtained from 
anionic monomer including those comprising sulfuric acid group. However, there is no 
disclosure or suggestion of ultra-penetrating agent as presently claimed. 
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18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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